
Preface

When I left private practice to join the technology transfer office at the
University of Washington in July of 2000, I searched in vain for an integrated
resource that laid out the legal landscape of IP tech transfer. While I did find
brief summaries of isolated aspects of the law published by various sources,
they never seemed to provide the rigorous legal analysis that I was looking
for, or they were simply not as current as they could have been. Where critical
legal issues were explored, treatment of the issues was too often presented
from the advocacy perspective of the professional association publishing
those materials.

What I could not seem to find was an integrated resource that thoroughly,
but neutrally, analyzed the key areas of law governing the myriad transactions
that comprise tech transfer.

In this area of law, a multitude of legal questions present themselves—
some immediately and others over time. For example:

• What is the broad federal framework that created and governs this field?
• What are the established boundaries of this framework and where are

those boundaries flexible?
• Where have those boundaries been tested and what—if anything—has

been the significance of those challenges?
• What risks exist in licensing out early stage technologies and does that

risk profile change as the research becomes more applied?
• What are the limits to licensor liability: specifically, what is the reach

of sovereign immunity for state actors and how much protection does
the research exemption afford academic institutions in the infringe-
ment context?

• What is the effect on research institutions of the seemingly ever-
encroaching export control rules?

• How can we continue to strengthen both research and commercial rela-
tionships across national borders: in which countries does basic research
enjoy some of the most generous public funding and support and what are
some of the legal challenges and risks of such international partnering?

In addition to wanting the convenience of a unified and authoritative legal
resource that would consider these and other questions, I was also encountering
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another, more immediate, challenge. As I worked together with our tech transfer
licensing professionals on everything from confidentiality and material transfer
agreements to patent licenses, I found myself in a unique position to observe
where these negotiations seemed most likely to falter and break down. The
problem all too often seemed to come down to inadequate information on one
or both sides. By the time bottom-line positions were ultimately understood,
parties’ “backs” were often already “up” and “heels dug in,” transforming the
negotiation into more of a diplomatic exercise than a commercial one. The
commercial aspect of the “exercise” truly suffered from this result: sometimes,
by the time protracted negotiations were finally completed, the technology that
was the subject of the negotiations could almost no longer be considered “new”
anymore. Even more frustrating still, it seemed as though a stumbling block
that arose in one transaction would inevitably reappear in another. In short,
the parties did not seem to be on a learning curve that maximized the efficiencies
that could be gained from past experience.

It seemed to me that both sides needed better information before entering
negotiations. Specifically, if the parties on each side of the negotiations could
consult a roadmap demarcating the legal boundaries of the field, they might
be in a better position to identify which subjects were non-negotiable and so
move on to the remaining issues where there was flexibility in the law and, in
turn, room to bargain. In addition, potential industry sponsors and licensees
could surely benefit from a synthesized overview of how tech transfer offices
are structured and an overview of the available range of industry-research
laboratory relations. Such an overview ought to provide industry with a more
realistic understanding of the academic and basic research environment as well.
Finally, both institutions and individuals alike might be able to benefit from
an introduction to some of the more entrepreneurial models being developed
for developing technology and associated business ventures.

The goal of this book is to begin this outlining of both the legal and
practical landscapes of IP tech transfer. The relationship between industry and
basic research institutions, particularly academic ones, is complex, and in some
circumstances, that relationship may not be easily reconciled. But for better or
for worse, the relationship exists, and it is being negotiated and defined every
day through different kinds of intellectual property agreements. It is my hope
that this book might, in some modest way, help both industry and basic research
institutions approach this complex and constantly evolving relationship with
the care and creativity it warrants and, wherever possible, to conclude those
negotiations more efficiently.

Congress’ underlying policy goal behind the Bayh-Dole law structuring the
legal aspects of IP tech transfer was, as the current president of the Association of
University Technology Managers (AUTM), Mark Crowell, recently reminded
us, “to invigorate the economy, to encourage university partnerships with the
private sector, and to create products for society’s benefit.”1 As AUTM has
consistently demonstrated over the years, these policies are being carried out
with remarkable success. However, we can do better. At its best, IP tech trans-

1 See AUTM press release of 09/23/2005, responding to a Fortune magazine article of September 19,
2005, posted on the AUTM website at http://www.autm.net/news/dsp.newsDetails.cfm?nid=60.
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fer carries the promise of solving some of society’s greatest and most press-
ing challenges, including economic development, public health, and global
warming.

Utopian though these possibilities undeniably sound, all of the necessary
ingredients exist for them to be realized: basic researchers continue to be a
prolific source of innovation, and industry is ideally situated to develop and
apply these technologies; industry is always seeking to enhance internal R&D
programs with external research, and basic research institutions can certainly
use more industry sponsorship; and in the case of universities, more research
opportunities can, in turn, create more interesting learning environments as
well as meaningful professional opportunities for the program’s graduates.
Finally, effective commercialization—if done carefully—can truly serve a host
of interests: enhancing the public good; generating revenue for both industry
and research institutions, as well as for inventors; and reinvesting in the educa-
tional and research environments that generated that innovation in the first place.

I have every hope that readers will find this treatise of assistance in reaching
the kind of tech transfer agreements that I believe will move us toward the
achievement of this vision.

Aline C. Flower
Editor

Seattle, Washington
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