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PREFACE

Patent Law Strategies Handbook is 10 years old. This is its Third Edition. 
Ten years of continuous publication for a book is quite a milestone. The longevity 
is due to the hard work and expertise of our contributing authors. They generously 
share their experience, wisdom, and litigation strategies to the benefit of us all.

Throughout these ten years, with each new edition, and with each annual 
supplement, we have tried to provide continuous improvement in the book. 
We have added chapters, analyzed new trends in the law, and discussed new 
developments.

For this Third Edition, we are particularly pleased to welcome as a new 
contributing author the Honorable James F. Holderman, Chief Judge of the U.S. 
District Court for the Northern District of Illinois. A judge is involved in every 
patent litigation, and we thought it would be helpful for our readers to have com-
mentary from the bench as well as from the bar. As Judge Holderman notes in 
his chapter, “The Judges Viewpoint”, considering the judge’s viewpoint is a key 
element of any lawyer’s patent case strategy. Judge Holderman provides some 
practical tips for lawyers on conducting an effective patent trial, from the initial 
pleadings through trial.

In seeking continuous improvement, Patent Litigation Strategies Handbook 
reflects the patent law itself, which has been in constant change since its incep-
tion in 1790. Through legislation, administrative rules, and court decisions, 
the patent law has evolved, changed, and hopefully improved to better serve a 
modern world.

The 1790 first U.S. patent law lasted for only three years and was replaced 
by the Patent Act of 1793. This law essentially continued in force until 1836. The 
1836 law contains the fundamental principles of our present patent law.

After the Act of 1836, the patent law was amended at various times, the 
principal amendments being in 1837, 1839, 1842, 1861, and 1870. From 1874 
to 1952 over sixty Acts of Congress relating to patents were passed.1

The Patent Act of 1952 codified, simplified and clarified language of the 
law existing at the time. It also made some major substantive changes, such as 
the requirement for non-obvious subject matter in section 103.

While the current law is based on the 1952 Act, numerous changes and addi-
tions have been made to it, from provisions relating to the Patent Cooperation 
Treaty to reexamination. And, from about 1966, with the release of the report of 
the President’s Commission on the Patent System through today, there have been 
almost constant legislative efforts to improve the patent system.

1P. J. Federico, Commentary on the New Patent Act. Title 35, United States Code Annotated (1954 
Ed.).
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Continuous improvement is not just the province of the legislature. The 
courts also play a key role.

The Supreme Court has decided twelve patent cases in the ten years that 
Patent Litigation Strategies Handbook has been published:

Bilski v. Kappos (2010);
Quanta Computer, Inc. v. LG Electronics, Inc. (2008);
KSR International Co. v. Teleflex Inc. (2007);
Microsoft Corp. v. AT&T Corp. (2007);
MedImmune, Inc. v. Genentech, Inc. (2007);
Laboratory Corp. of America Holdings v. Metabolite Laboratories Inc. 

(2006)2;
eBay Inc. v. MercExchange LLC (2006);
Illinois Tool Works Inc. v. Independent Ink Inc. (2006);
Merck KGaA v. Integra Lifesciences I Ltd. (2005);
Holmes Group Inc. v. Vornado Air Circulation Systems Inc. (2002);
Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co. (2002); and
J.E.M. Ag Supply Inc. v. Pioneer Hi-Bred International Inc. (2001).
We leave to our readers the determination of whether this continuous stream 

of Supreme Court patent cases has provided “improvement”.
All of these cases, however, and the related appellate and trial court cases 

which have tried to interpret and follow them, have been discussed in Patent 
Litigation Strategies Handbook.

The Federal Circuit has taken more in banc cases in the last several years 
and done its best to achieve its basic mission—of providing certainty to the pat-
ent law. But in many areas, such as the law of inequitable conduct, and the basic 
qualifications for patentable subject matter, the law is still in flux.

The district courts are doing their best, although they suffer from having 
too few judges to handle an increasing case load. The result is long litigation 
delays, with patent infringement cases in most districts except for a very few 
“rocket dockets” taking 3 years or more to reach a verdict. The costs of litigation 
seem to be inversely related to the speed, because the costs continue to go up as 
the speed to verdict goes down. At the same time, e-discovery has significantly 
increased the costs and complexity of litigation. There is still room for improve-
ment here and approaches are needed to get control over the growing cost of 
patent litigation.

As we recognize the 10th anniversary of Patent Litigation Strategies 
Handbook with this Third Edition, it is appropriate to “renew our vows” to the 
basic purpose and objectives of the book, as we stated in the First Edition.

While there are various books that discuss the mechanics of litigation, they 
often fail to focus on the objectives and strategies of litigation. The objectives 
are—or should be—to resolve a legal dispute and to do so efficiently, effectively, 
and professionally. Too often, it seems that the advocate, and sometimes the client, 

2This case technically was not “decided” by the Supreme Court, which dismissed the writ of certiorari 
as “improvidently granted.” Nonetheless, it has a very substantive dissenting opinion by three justices, and 
thus is included in this list.
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gets caught up in the process of litigation and loses sight of the fact that the pur-
pose of patent litigation is to resolve a business dispute over a property right.

The strategies developed and decisions made throughout the litigation pro-
cess should be designed to accomplish the business objectives of the client and 
not to “bury the other side in paper” or harass a competitor.

This book thus is intended to approach litigation from a different perspective 
than that provided in the typical litigation book. If, at all stages of litigation, the 
advocate stops to ask “What am I trying to prove and why am I trying to prove 
it,” the objective to resolving a business dispute efficiently and effectively is 
more likely to be realized. Of course, along the way to understand the why of 
litigation, one also must consider a few of the how’s of litigation:

How do you obtain the evidence?
How do you present the evidence?
How do you best serve as an effective advocate for your client?

The client’s objectives rarely are to see how contentious or costly litiga-
tion can be; how many interrogatories or document requests can be asked; or 
how many depositions can be taken. The client is rarely interested in whether its 
lawyers can file more pretrial motions than its opponent’s lawyers. The client is 
rarely even interested in advancing novel theories of law. The client’s objective 
should be, and usually is, to resolve a dispute quickly and fairly and to get back 
to its business affairs.

Regardless of the different perspective of this book, however, the editors-
in-chief are convinced that successful patent litigation focuses on the basics:

What are elements of your cause of action or defense?
What are the burdens of proof?
What evidence do you need to carry your burden of proof?
What strategies should you employ to carry you to your desired result?

We have tried to address these questions and all other aspects of patent 
infringement litigation. Through chapters authored by leading experts, this book 
includes a discussion and analysis of every phase of patent infringement litiga-
tion from initial client counseling prior to suit through the filing of the Notice 
of Appeal.

Three caveats are in order.
First, this book addresses those aspects of litigation that are unique to patents. 

It does not provide a discussion or analysis of general trial practice.
Second, the book assumes that the reader has some familiarity with general 

litigation principles and techniques.
Third, because strategic decisions taken at one stage of litigation may 

determine the kind of issues that arise in later stages and because we have asked 
our contributors to provide as much of their expertise to the reader as possible, 
some chapters may overlap as regards discussion of certain topics. As editors, 
it was believed that including the input from several authors would be a benefit 
to the readers.

We hope that the book will appeal both to experienced patent litigators, who 
should find its insights and analysis helpful in enhancing their understanding, 
and to novice litigators, who should benefit from the comprehensive discussions 
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provided and from the practical advice on all aspects of patent infringement 
litigation.

It is challenging to write and edit a book of this magnitude. The professional 
team at BNA Books, led by Jim Fattibene, who has worked with us on this book 
since its first publication, makes this project enjoyable and rewarding. They do 
a great job of working with a large group of busy lawyers, and now a judge, to 
get this book organized, edited, and published on a timely basis. Thank you.

It has been our pleasure to serve as the Co-Editors-in-Chief of Patent 
Litigation Strategies Handbook these past ten years. We hope you enjoy reading 
and using it as much as we enjoy preparing it. And, we hope you share our view 
that Patent Litigation Strategies Handbook has improved continuously since its 
inception. If the past is indeed prologue, then the next ten years should bring as 
much, if not more, change to patent law than the last ten years. We look forward 
to studying, analyzing, and reporting on all these changes.

barry groSSman
Foley & Lardner LLP

Milwaukee, Wisconsin

gary Hoffman
Dickstein Shapiro LLP

Washington, D.C.


