
Preface 

This treatise is meant for practicing lawyers who need to know how federal courts and relevant 

administrative agencies analyze the full array of issues that regularly surface in Lanham Act litigation 

including infringement, dilution, false advertising, trade dress, and counterfeiting. It may go too far to say 

that the treatise provides “answers” but only because, as the Lanham Act litigator knows, the statute and 

related case law do not speak with one voice. This is true enough within any particular judicial circuit, but 

even more so when considering an issue in more than one circuit. At that point, we have a chorus of 

“answers,” and unfortunately, the members of the chorus sometimes sing from different scores. 

It is not hopeless. A rich body of Lanham Act case law permits us to identify the major positions on 

the recurring and important issues faced by a Lanham Act litigator. It is those positions that we present in 

this treatise. Minority positions with traction, either in terms of growing acceptance or sheer force of 

logic, are also discussed. But this treatise is not meant to survey every Lanham Act case and place it into 

the mosaic (perhaps puzzle would be a better word) of Lanham Act cases. There is, unquestionably, a 

place for that analysis. But practicing lawyers who are in the middle of a pressure-packed, fast-moving, 

and complicated Lanham Act lawsuit do not have the luxury of reviewing every possible treatment of an 

issue. From our experience in having handled scores of Lanham Act cases over a combined 50 years of 

practice, we regularly looked for a self-contained resource that concisely presents the law and procedural 

rules on the primary issues that invariably arise in every Lanham Act case. We conceived this treatise 

hoping to satisfy that need. 

We present the issues as the lawyer handling a Lanham Act case is likely to encounter them. 

Chapters 1 through 10, in particular, address issues in the chronological order that a lawyer who is about 

to file, or has just been served with, a complaint, might encounter them over the next several months of 

work in the case. For example: 

Where should I file the complaint? 

Are the allegations of the complaint legally sufficient? 

Should I seek a preliminary injunction? 

How aggressively can I resist my opponent’s discovery requests? 

Do I need an expert to support my client’s position? 

How likely is it that I can obtain a summary judgment? 

What is my client’s maximum financial exposure, in case I lose on the merits? 

Although these are primarily strategic issues, the substance of the Lanham Act inevitably comes into 

play. We thus include discussion on the core substantive issues affecting the merits of Lanham Act 

claims. But we leave deep treatment of such issues to other treatises. Here, we are primarily concerned 

with how the circuits treat the everyday issues in Lanham Act litigation. 

Where possible, we have presented the issues circuit-by-circuit. We believe this to be a useful 

approach because we know from our own experience that the most important law in a given case comes 

from the circuit in which our case is pending. Further, the approach makes it easy to identify if one 

circuit’s interpretation of a Lanham Act issue is inconsistent, and possibly even in direct conflict, with 

another circuit’s interpretation.  

We focus not only on analysis of substantive Lanham Act issues, but also on the nuts and bolts of 

procedural rules that every litigator, including those in Lanham Act cases, must be prepared to consider, 

including pleadings, disclosures and discovery, pretrial procedures, trials, and post-trial motions.  

This treatise comes at an important time, as intellectual property plays a critical role in the country’s 

economic performance. The continued dominance of the Internet and its ever-changing capabilities will 

certainly raise interesting legal Lanham Act issues. Moreover, as technology effectively shrinks the world 

of commerce, our country’s laws take on heightened importance when used as tools to protect US 

interests from foreign challenge. A specific example under the Lanham Act is the growing problem of 

counterfeit and gray market goods. Further, in the past decade, the US Supreme Court has opined on the 



relationship between the patent and trademark laws (TrafFix Devices, Inc. v. Marketingdisplays, Inc., 

2001) and between the patent and copyright laws (Dastar Corp. v. Twentieth Century Fox Film Corp., 

2003). The Court’s opinions have led to numerous related questions that have been left to the lower courts 

to resolve. They still wrestle with those questions. The answers are particularly difficult to reach because 

of the breadth (some would call it vagueness) of the Lanham Act, so the process continues. 

We thank Jim Fattibene and Wendy Leibowitz at BNA. They provided indispensable advice and 

guidance throughout the process. Their patience in working with two practicing attorneys far exceeded 

the bounds of fairness. We appreciate, above all, their professionalism. 

We also thank our partners and colleagues at Brinks Hofer Gilson & Lione. Our experiences in 

working with them on lawsuits, in discussing how they would approach difficult Lanham Act issues, and 

in learning from their objective critique of our work informed many of the choices we made in writing 

this treatise. Colleagues who helped with the background research, and who therefore deserve special 

thanks, are Andrew Avsec, Jeff Catalano, Joshua Frick, and Tiffany Shimada. 

We have been privileged to work with many attorneys who encouraged us to analyze and write on 

legal issues with clarity, creativity, and brevity. Whatever sparks of clarity, creativity, and brevity 

emanate from this treatise have their origins with our work with outstanding lawyers and people, who 

include, for one or both of us, Jerry Gilson, Sheldon Karon, Charles Laff, Martin Stern, and Barry Sufrin. 

Finally, we thank our families for allowing us the freedom to co-author this treatise. The time we 

spent researching and writing was time away from you. 

We hope that Lanham Act practitioners, be they rookies or veterans, find this treatise practical and 

useful. We welcome all comments and criticism. Our experience teaches us that the added experiences of 

others makes us wiser and produces a better result. Please send your comments to books@bna.com.  
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