
vii

Preface to the Second Edition

This book is current through June 2014.

This book exists because, when I entered the field of technology 
transfer from private practice fourteen years ago, I could not find an 
integrated and authoritative legal framework for the myriad transactions 
of technology transfer. I was astonished by the sheer number of questions 
prompted by the routine transactions of a university technology transfer 
office. The substantive areas of law were not legally insignificant: what 
federal rights attach to university inventions and how and when do 
they vest? What rights do the inventors have in these inventions? What 
export rules might restrict how inventions can be licensed? What risks 
are associated with university commercialization, particularly where 
industry sponsors fund product development? How do other countries 
handle tech transfer? Finally, how far can universities go in driving 
maximum economic development through start-up support?

The absence of well-understood, accessible legal authority seemed 
often to result in conservative tendencies by universities. The original 
book was born of a hypothesis: by bringing into focus the actual legal 
boundaries and identifying where they allowed flexibility, the transac-
tions around federally funded technology would become more rational, 
straightforward and efficient.

Much has changed in the field of tech transfer during the nine 
years since this book’s original publication. For example, it is no longer 
unusual for university tech transfer offices to conduct due diligence 
over intellectual property arising from their research labs and to track 
the host of agreements that create third party rights in that IP. Uni-
versities no longer take for granted that inventions developed by their 
investigators must inevitably or automatically be assigned to the uni-
versity employer, and instead are beginning to take affirmative steps 
to secure title. And universities are increasingly aware of their role as 
stewards of potentially controlled technologies that may be governed 
by export control rules. As the field of tech transfer evolves in delivering 
on its mission to promote the commercialization of inventions within a 
complex legal and policy environment, I am delighted to introduce this 
Second Edition.

Steve Englund continues to provide the definitive, comprehensive 
framework for the array of legal issues associated with federally funded 



innovation in Chapter 1. The chapter presents the federal context for the 
broad range of government funding agreements giving rise to invention 
and then systematically explores the associated allocation of IP rights. 
Englund manages to demystify this extraordinarily complex landscape 
and sheds particularly welcome light on the traditionally impenetrable 
topic of government rights in data, acknowledging that these rights can 
potentially prove more commercially significant than patent rights for 
certain technologies.

Nelson Dong, in Chapter 2, takes a refreshingly revised approach to 
export control law and regulation that is targeted directly to the univer-
sity practitioner. Dong’s new treatment provides clear, straightforward 
guidance about exactly how to identify export control issues in a univer-
sity setting as well as what specific, practical steps to take for managing 
those issues. Dong explores, through a rich assortment of specific case 
study scenarios, how the fundamental research exemption may often not 
apply to technology transfer. The chapter also discusses the range of civil 
and criminal penalties, in addition to the regulatory and reputational 
risks, associated with violations. Dong underscores why it is vital for 
technology transfer professionals to appreciate the substantial exposure 
facing an institution when transactions involve controlled technologies 
that are subject to the International Traffic in Arms (ITAR) or to the 
Export Administration Regulations (EAR) or when transactions involve 
either destination countries or persons subject to the Office of Foreign 
Asset Controls (OFAC) economic sanctions. In short, Dong builds a 
compelling case for why technology transfer professionals need to work 
closely with their institutional compliance colleagues in ways that more 
closely resemble the protocols observed in private industry. The chapter 
provides invaluable guidance to tech transfer and sponsored research 
professionals alike to ensure compliance with rules safeguarding U.S. 
national security, while facilitating robust cross-border, international 
research collaboration and technology exchanges.

Chapter 3, the chapter on University Technology Transfer Rights 
by C. Joёl Van Over, continues to provide the grounded overview of uni-
versity activities and best practices under Bayh Dole, covering a wide 
range of university activity within both tech transfer and the sponsored 
research divisions, including: IP policies for mixed funding environments, 
the broad range of federal funding agreements, data disclosure issues, 
and key criteria for evaluating prospective licensees and promising start-
ups. This chapter clearly explains the tax rationale behind Unrelated 
Business Income Tax (UBIT) in the context of confidentiality in research 
sponsorship. Van Over also includes a practical discussion of Cooperative 
Research and Development Agreements (CRADAs) with various gov-
ernment agencies, recalling their purpose of encouraging public-private 
partnership across diverse sectors. The chapter also reminds us of the 
policy behind the Small Business Innovation and Research (SBIR) and 
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Small Business Tech Transfer (STTR) programs, which were designed to 
encourage collaboration between private industry and educational and 
research facilities and to ultimately invigorate the marketplace. The 
discussions of the Freedom of Information Act (FOIA) and the Privacy 
Act shed light on the inherent policy tension and debate over public 
access to government funded research, specifically the underlying raw 
data, in this context.

Judy Curry and Lawrence Sung’s Chapter 4 on Infringement Lia-
bility consolidates two previous chapters into one integrated, concise 
treatment of infringement liability and sovereign immunity. It explores 
the intricate contours of Eleventh Amendment and state sovereign 
immunity for infringement and products liability claims. The chapter 
considers actions that may constitute waivers of that immunity by public 
universities engaged in the protection and commercialization of intellec-
tual property. Curry and Sung discuss the limitations of the experimental 
use defense doctrine and explore the scope of the Hatch-Waxman safe 
harbor—beyond activities reasonably related to development of infor-
mation submitted in abbreviated new drug applications to include the 
development and submissions concerning the manufacture, use, or sale 
of drugs or veterinary biological products.

Chapter 6 on Tech Transfer Considerations for Research Conducted 
at Foreign Universities, by Donald Gregory, Elizabeth Parsons, and Cybil 
G. Roehrenbeck, approaches tech transfer and research collaboration 
from a more globally-oriented perspective. Recognizing that the United 
States is obviously not the only global source of technology innovation 
or transfer, the chapter looks at the other most prolific countries in that 
arena including China, Japan, Germany, France, the United Kingdom 
and Canada. It establishes a clear framework for entities considering 
global technology partnerships, and provides a snapshot of key consid-
erations for successful research sponsorship and technology transfer. 
These include understanding the allocation of rights to technologies, 
recognizing the constraints of local technology transfer and anti-compe-
tition law and anticipating local contract law’s specific licensing rules, 
including compulsory licensing.

Wes Blakeslee and Leigh Penfield’s Chapter 7 on Entrepreneur-
ship and Conflicts of Interest explores the purpose and policy behind 
university conflict of interest policies, underscoring the vital importance 
of transparency. It also considers alternative models to traditional tech 
transfer, including start-ups and captive research and commercialization 
entities. Acknowledging IRS guidance which allows tax-exempt nonprofits 
to own all or portions of for-profit enterprises, the chapter illustrates 
the significant material advantages of a separate private entity, such 
as the ability to have a separate compensation structure, the flexibility 
to respond to market changes for key personnel, and the option to allow 
employees to share in the profits and the equity of the organization.
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Senators Birch Bayh and Robert Dole set forth an inspired vision 
when they originally co-sponsored their ambitious, pragmatic—and 
notably bipartisan—legislation. Technology transfer has always held 
the promise to enable government-funded innovations to benefit human 
health and to generate local and global economic development. Tech 
transfer can still become even more rational and efficient. Federally 
funded institutions can certainly become more effective at unleashing 
their innovative potential.

I hope this book continues to play some modest part in facilitating 
technology transfer’s promise by demystifying its enabling and govern-
ing environment. The authors of this Second Edition have taken us a 
long way.

Aline C. Flower
Seattle, Washington

October 2014
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