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Preface

This book is current through June 2014, with selected updates 
through September 2014.

This Second Edition, like the First, is a comprehensive treatise 
written to serve as a reference and provide patent professionals guidance 
regarding all post-issuance procedures at the United States Patent and 
Trademark Office (USPTO)—procedures designed to address possible 
mistakes made during the prosecution of a patent application, including 
mistakes made by the USPTO. It includes reissue, ex parte and inter 
partes reexamination, disclaimers, certificates of correction, and inter-
ference practice, as well as the procedures introduced by the America 
Invents Act—supplemental examination, derivation practice, and inter 
partes and post-grant review (including the transitional program for 
covered business method patents). 

The First Edition compared the USPTO’s proposed rules with its 
final rules in Chapter 18, titled “Epilogue,” because the final rules were 
released too late to work them into the earlier chapters. The Second 
Edition integrates the final rules throughout the treatise. The Second 
Edition also includes select post-grant cases decided by the U.S. Court of 
Appeals for the Federal Circuit and the Patent Trial and Appeal Board 
(Board or PTAB) since the First Edition was written. Thus, this edition 
significantly benefits from the experience and guidance to be gleaned 
from proceedings conducted by the Board under the new law. The 
authors and co-publishers, American Intellectual Property Law Associa-
tion (AIPLA) and Bloomberg BNA believed this additional information 
warranted this Second Edition rather than a supplement to the First. 

The treatise explains post-issuance procedures from pre-filing 
considerations through appeal to the Federal Circuit or, where this is 
possible, to a district court and then the Federal Circuit. The extensive 
reach of the treatise is apparent from the Table of Contents. The treatise 
was written by four former Administrative Patent Judges—one a former 
Chief Administrative Patent Judge and one a former USPTO Solicitor. 
Each judge contributed to every chapter. Thus, regardless of which 
chapter is consulted, the reader has the benefit of more than 120 years of 
experience. 
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The new trial procedures introduced by the America Invents Act are 
particularly complex. The treatise explains how the trials are conducted 
and analyzes the statutes and rules by comparing the various procedures 
to place them in context. For example, the treatise compares inter partes 
review with post-grant review and also explains how the transitional 
program for covered business method patents differs from other post-
grant reviews. The treatise also compares the interference rules with those 
for the trial procedures, highlighting their many similarities and thus the 
lessons that might be drawn from interference precedents.

Given the intersection of patent litigation and post-issuance practice 
(during the first two years of proceedings, nearly all patents for which 
inter partes review or covered business method review was sought were, or 
had been, involved in district court litigation), patent litigators as well as 
those practicing before the USPTO will benefit from this treatise.

The original Foreword to the First Edition of the treatise and the 
Foreword to the Second Edition were written by Robert A. Armitage, in 
many ways the “father” of the America Invents Act. Both forewords are 
included in this treatise. In the original Foreword, Bob explains the value 
of this unique treatise and its value to patent practitioners. Bob concludes 
with the statement: “Practitioners … may best serve their inventor-clients 
by reserving a place for this treatise in a fingertips-accessible location at 
the center of their desk.” We thank you, Bob.

Many have contributed to the writing of the treatise. We thank Bloom-
berg BNA’s Elizabeth Turqman and Wendy Leibowitz, who worked with us 
throughout the process. Without their continual assistance, there would 
be no treatise. We also thank Deanna Thompson and Elizabeth Brenner-
Leifer of  Rothwell, Figg, Ernst & Manbeck, who were deeply involved in 
assembling and editing the charts of the First edition. We also recognize 
our former co-author Lee E. Barrett, who was instrumental in authoring 
the First Edition and has now returned to the Board as an Administrative 
Patent Judge. We also thank the AIPLA, which has agreed to endorse the 
Second Treatise by joining BBNA as a co-publisher and co-promoter of 
this treatise. Finally, we thank our law firms that tolerated the loss of many 
billable hours due to the time required to write the treatise.

We hope that all patent practitioners, including patent litigators, 
find the treatise enlightening and helpful in their practices. We plan to 
regularly supplement the treatise and invite others to provide comments, 
suggestions, and corrections to us or to books@bna.com.
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